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DETAILED ACTION 

1 . In view of amendment filed August 1 , 2005, the rejection of Claims 2-5 under 35 
U.S.C. 112, second paragraph, as being indefinite forfaiting to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention is withdrawn. 

2. After a careful re-evaluation, in view of the following rejection, the allowability of 
Claims 1, 6-12 is withdrawn. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/649,988 Page 3 

Art Unit: 1713 

* 

Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over McClain et al. (US 3,422,049). 



McClain et al. (col. 7, line 62-67; col. 8, line 56 to col. 9, line 19) in example I 
disclose a microfine polyethylene powder dispersion having a density of 0.915 g/cc. 
Further, McClain et al. in example specifically points out that the spherical shape 
microfine polyethylene is characterized with over 70 percent below 10 microns in 
diameter and the number average particle size was found to be 3.65 microns. 
Regarding the claimed weight average molecular weight from 20,000 to 55,000 g/mol, 
the examiner has a reasonable basis to believe that this property is inherently 
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possessed in McClain et al. in view of the similar dispersion process of applicants' 
process and the process of McClain et al. In view of substantially identical composition, 
shape and particle size between the microfine polyethylene of McClain et al. and 
applicants' claimed microfine polyethylene, the examiner has a reasonable basis to 
believe that the claimed Brookfield viscosity, the particle size distribution, are inherently 
possessed in McClain et al. Since the PTO does not have proper means to conduct 
experiments, the burden of proof is now shifted to applicants to show otherwise. In re 
Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 
(CCPA 1 980). 

Regarding the product by process claims 8-12, applicants must recognize that 
"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 



2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 




Primary Examiner 



September 6, 2005 




